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Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-3,7,9-12, 16-17 and 22-25 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Conger (US 2,652,635). Conger discloses a storage and dispensing container 
comprising a cover 20 and a receptacle portion 10. The receptacle portion has a floor and a 
circumscribing wall forming with the floor a receptacle cavity. The wall has opposing wall 
portions having cutouts 12 therein. The user can grasp the flat objects with opposing digits 
contacting portions of slides through the cut-outs. The cutouts have a square shape and are of the 
same shape and same size. The shape of the receptacle is rectangular and the cutouts are in the ■ 
front and back walls aligned with one another. The container and the cover is made out of 
plastic or wood. 

With regard to the different processes claimed in claims 22-25, it is well settled that the 
patentability of a product ordinarily can not depend on its method of being made. See In re 
Thorpe, 777 F.2d 695, 227 USPQ 964 (1985). Also note MPEP 706.03(e), In re Brown, 59 
CCPA 1063, 173 USPQ 685 (CCPA 1972); In re Fessmann. 180 USPQ 324 (CCPA 1974) 
regarding the Office's lesser burden of proof in product-by-process claims. 

3. Claims 1-3,7,9-12 and 22-25 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hirata et al (US 3,850,296). Hirata et al. discloses a storage and dispensing container comprising 
a cover 4 and a receptacle portion 1. The receptacle portion has a floor and a circumscribing 
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wall forming with the floor a receptacle cavity. The wall has opposing wall portions having 
cutouts therein. The user can grasp the flat objects with opposing digits contacting portions of 
slides through the cut-outs. The cutouts have the same shape and same size. The shape of the 
receptacle is rectangular and the cutouts are in the front and back walls aligned with one another. 
The container and the cover is made out of plastic or wood. 

With regard to the different processes claimed in claims 22-25, it is well settled that the 
patentability of a product ordinarily can not depend on its method of being made. See In re 
Thorpe, 777 F.2d 695, 227 USPQ 964 (1985). Also note MPEP 706.03(e), In re Browa 59 
CCPA 1063, 173 USPQ 685 (CCPA 1972); In re Fessmann, 180 USPQ 324 (CCPA 1974) 
regarding the Office's lesser burden of proof in product-by-process claims. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Conger or 
Hirata et al. in view of Mulder et al. (US 4,874,1 12) and/or Evenson. Conger or Hirata et al. 
does not disclose a semicircular shape cutout or cut-outs with vertical linear surfaces tangently 
intersecting the semicircular shape. With respect to claim 4, the shape of the cut-outs in Mulder 
et al. is semicircular with what appears to be vertical linear surfaces tangently intersecting the 
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semicircular shape. Even if the lines are not vertical, Evenson shows vertical lines extending 
upwardly from the lowest edge of the cut-out. 

6. Claims 6,8 are rejected under 35 U.S.C. 103(a) as being unpatentable Conger or Hirata et 
al. in view of Apps et al. (US 5,704,482) or DiVlesti et al. (US 5,474,178). Although the cut- 
outs are of the same size and shape, it is notoriously known in the container art to provide cut-out 
or opening in the tray of different sizes and shapes. For example, Apps et al. or DiViesti et al. 
teaches cutout with different size or shape for finger access or for storing articles. It would have 
been obvious to change the size and shape of the opening since they would work equally well. 
Although the references may not be within the same field of endeavor as the base reference, the 
secondary references however show that merely changing the shape of the cut-outs is a design 
choice and not a patentable feature. 

7. Claims 13,26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Conger or 
Hirata et al. It would have been obvious to form the container in the predetermined height, width 
and length through routine experiments. It would also have been obvious to form the opening 
with the desired length such as 0.5 inch to about 1.5 inches. 

8. Claims 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Conger. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to make the container out of polyvinylchloride or other polymers, since it has been held to 
be within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. 
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9. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Conger in 
view of Admitted Prior Art and Hirata etal. (US 3,850,296). Although Conger does not 
disclose a stack of slides, Admitted Prior Art teaches on page 1 of the specification that slides are 
usually packaged in a container in face to face array. Hirata et al. also teaches storing slides 
within a container tray with cutouts. The cutouts are on opposing sides of the container. Since 
Faulstick places a plurality of flat materials within its tray, it would have been obvious to place 
other flat articles in an array such as slides for storage and transportation. 

10. Claims 16-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hirata et al. 
It would have been obvious to one having ordinary skill in the art at the time the invention was 
made to make the container out of polyvinylchloride or other polymers, since it has been held to 
be within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. 

1 1 . Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hirata et al. 
in view of Admitted Prior Art. Although Conger does not disclose a stack of slides, Admitted 
Prior Art teaches on page 1 of the specification that slides are usually packaged in a container in 
face to face array. Hence, it would have been obvious to places a plurality of other flat articles 
such as slides for storage and transportation in the container of Hirata et al. 

12. Claims 1-5,7,9-13,16-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Faulstick et al. (US 5,447,234) in view of Conger (US 2,652,235) and/or Mulder et al. (US 
4,874,1 12) and/or Evenson (Des. 335,309). Faulstick et al. discloses a plastic storage container 
made out of polyethylene comprising a cover 162 and a rectangular receptacle portion 164, 
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wherein the receptacle portion comprises a floor and a circumscribing wall forming with the 
floor a receptacle cavity for holding an array of articles therein, the circumscribing wall 
including opposing wall portions. Faulstick et al. does not disclose cut-outs therein. But 
Conger, Evenson and/or Mulder et al. teaches dispensing opening on a side portion of a container 
for removing the article therein. The cut-outs are usually of the same shape and aligned with one 
another. Mulder et al. teaches a semicircular shape while Evenson and Conger teach rectangular 
or substantially rectangular shaped aperture. It would have been obvious in view of the 
secondary references to provide apertures or cut-outs on any opposing walls of the container to 
facilitate retrieval of the articles. 

With respect to claim 4, the shape of the cut-outs in Mulder et al. is semicircular with 
what appears to be vertical linear surfaces tangently intersecting the semicircular shape. Even if 
the lines are not vertical, Evenson shows vertical lines extending upwardly from the lowest edge 
of the cut-out. 

It would have been obvious to form the container in the predetermined height, width and 
length through routine experiments. It would also have been obvious to form the opening with 
the desired length such as 0.5 inch to about 1.5 inches. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the container out of polyvinylchloride, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. , 
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With regard to the different processes claimed in claims 22-25, it is well settled that the 
patentability of a product ordinarily can not depend on its method of being made. See In re 
Thorpe, 777 F.2d 695, 227 USPQ 964 (1985). Also note MPEP 706.03(e), In re Brown, 59 
CCPA 1063, 173 USPQ 685 (CCPA 1972); In re Fessmann, 180 USPQ 324 (CCPA 1974) 
regarding the Office's lesser burden of proof in product-by-process claims. 

Applicant argues that the even though Figure 12 does not show the finger engagement 
recesses, one would not look to Figure 12 in a vacuum and other solutions and ignore the finger 
recesses in Figures 1-3 addressing the problem of providing finger access. However, if the 
finger recesses were required for this specific embodiment (Figure 12), then Faulstick et al. 
would make that clarification in the specification. In addition, just because Faulstick et al. has an 
embodiment in the specification with finger access recesses, it does not necessarily imply that 
other types of finger access openings are not combinable. The critical question is whether there 
is motivation to combine and not whether the motivation has to come from the primary 
reference. It has been held that the suggestion to modify the structure in a reference need not 
necessarily come from the reference itself. In re Laskowski 10 USPQ2d 1397 (Fed Cir. 1989). 
In this case, all of the secondary references clearly show providing cut-outs in the wall portions 
can facilitate removal of the articles. Therefore, it would have been obvious to find the 
modification for Faulstick et al. due to reduction in material cost. 

In response to applicant's argument that the secondary references are nonanalogous art, it 
has been held that where elements and purposes in one art are related and similar to those in 
another art, and because of that relation and similarity make an appeal to the mind of a person 
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having mechanical skill and knowledge of the purposes of the other art, then such arts must be 
said to be analogous. Allied Wheel Products vs. Rude, 97 USPQ 510, 206F.2d 752. 

With respect to the term "for analytical slides", applicant did not claim the combination 
of the slides with the package and yet tries to distinguish the prior art from the applied 
references. As long as the prior art of record is capable of holding analytical slides, it is not 
required to have the analytical slides. 

13. Claims 6,8 are finally rejected under 35 U.S.C. 103(a) as being unpatentable over the 
references applied above with respect to claim 1, further in view of Apps et al. (US 5,704,482) or 
DiVlesti et al. (US 5,474,178) substituting for Official Notice. Although the cut-outs are of the 
same size and shape, it is notoriously known in the container art to provide cut-out or opening in 
the tray of different sizes and shapes. For example, Apps et al. or DiViesti et al. teaches cutout 
with different size or shape for finger access or for storing articles. It would have been obvious 
to change the size and shape of the opening since they would work equally well. 

14. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
references applied above with respect to claim 13, further in view of Admitted Prior Art. 
Although Faulstick does not disclose a stack of slides, Admitted Prior Art teaches on page 1 of 
the specification that slides are usually packaged in a container in face to face array. Since 
Faulstick places a plurality of flat materials within its tray, it would have been obvious to place 
other flat articles such as slides for storage and transportation. 



Conclusion 
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15. Telephone inquiries regarding the status of applications or other general questions, by 
persons entitled to the information, should be directed to the group clerical personnel and not to 
the examiners. In as much as the official records and applications are located in the clerical 
section of the examining groups, the clerical personnel can readily provide status information 
without contacting the examiners, M.P.E.P. 203.08. 

If in receiving this Office Action it is apparent to applicant that certain documents are 
missing, e.g., copies of references cited, form PTO-1449, form PTO-892, etc., requests for copies 
of such papers should be directed to Erica Miller at (571) 272-4370. 

For applicant's convenience, the official FAX number is 571-273-8300. This practice 
may be used for filing papers not requiring a fee. It may also be used for filing papers which 
require a fee by applicants who authorize charges to a PTO deposit account. Please identify 
Examiner Luong of Art Unit 3728 at the top of your cover sheet of any correspondence 



Inquiries concerning the merits of the examination should be directed to Shian Luong 
whose telephone number is (571) 272-4557. The examiner can normally be reached on M-H 
from 7:00am to 4:00pm EST. The examiner's supervisor Mickey Yu can be reached at (571) 
272-4562 for urgent matters. 



submitted. 
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